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REMARKS 

The Examiner's coniments together with the cited references 
have been carefully sttiidf eil. Favorable reconsideration in view of the 
foregoing amendments and following remarks is re^ectfully requested. 

Claims 1-30 have been rejected. Claims 3, 5, 10. 16 and 23 have been 
canceled. Claims 1^ 2, 4, 8, 9> 1 1, 12, 14, 17, 21 and 26 herewith ore amended. 
Support for these amendments are in the original claims. Claims presently active are 
claixm U 2, 4, 6 to 9, 1 1 to 15, 17 to 22, and 24 to 30. Favorable reconsideration of 
the ^yplication in view of the following remaiks is respectfully requested 

Claims 8 and 26 were rejected under 35 U.S.C. §1 12, second 

paragraph. 

Applicants Ixave made neccNSjaxy smiendments to the claims in 
accordance with the Examiner's comments in the Office Action^ These 
amendments are believed to conform the claims to the requirements of the 

Claims i-12 and 14-22 stand rejected under 35 U.S.C. §103(a) 
as being unpatentable over EP 0308750 in view of C. Hansch and A. J. Leo, in 
"Substiment Constaints for Coirelation Analysis in Chemistry and Biology'' it 
is the conclusion of the Examiner that EP'750 discloses a composition 
comprising a base precursor that is a salt of an organic base with an 
aiylsulfonylacetic in association with a compound, which is useful in 
photography, and which is heat developable substantially as claimed. The 
Examiner states that Leo discloses subslituent constants for correlation 
analysis in chemistry and biology. The Examine alleges it would have been 
obvious to the worker of ordinaiy skill in' the art st the time the invention wor 
made to substitute a known equivalent substituent (for a monovalent 
substituent known in the art) such as disclosed by Leo in the base precursor 
compound tau^t in EP'750 with a reasonable expectation of success. 

This rejection is respectfully traversed. The Examiner 
concedes that the difference between EP'7S0 and that of the presently claimed 
invention is the substituent (C=0)-0-R associated with the phenyl ring. In 
fact, EP '750 Usts halogen, alkyl, alkylsiilfonyl, arylsulfonyl, acylamino and 
sul&moyl as possible substituents, and not the substituent required in the 
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present mvention. This is further underscored by the fact that EP' 750 
discloses numerous compounds (Compounds A-1 to A-21 and Compounds 1 

to 40) ail of which &1I outside the scope of the present invention. 

Furthennore» tihie present compounds with the -(C=0)-C>-R' 
substituent, used in Applicants' inventior^ were shown not equivalent to the 
prior art compoimds. Specifically, the comparison compound used in the 
present application CB-1 on page 55 was found, in copending application 
USSN 10/765,340, to be better than one .of the compounds disclosed in 
EP'750^ namely Compound 7 on page 13 of EP' 750. Tlie pieseutly claiuied 
base precursor was. shown to exhibit improved sensitometric characteristics as 
well a$ the absence of pin holes, a problem with the best comparison. Leo 
dues not show the equivalence of substituraits. In lact, Leo shows that 
SO2C2HS is a lot more electron-wittidrawing than CO2CH5, for example op for 
the former is 0.72 while it is 0.45 for the latter, a factor of over 1 .5. Moreover^ 
Leo isays nothing with respect to the effecit of changing snbstituents on the 
bleachjjag of a filter dye. 

In view th^eof, it follows that the subject matter of the claims 
would iiot have been obvious of EP'750 in view of C. Hansch and A. J. Leo at 
the time the invention was made. 

Claims 3^ 1 1 » and 26 haVe been rejected under 35 U.S.C. 
§1 03(a) as being unpatentable over EP 0308750 in view of C. Hansch and A. 
J. Leo, in "Substituent Cozistants for Coxtelation Analysis in Chemistry and 
Biology*' and further in view of Helland et al. It is the conclusion of the 
Examiner that "It would have been obvious to the worker of ordinary skill in 
the art at the time the invention was madi& to produce ia thermal bleachable dye 

using a filter dye m association with the ah arylsulfonyl acetic add obtained by 
the combiijiation £P'750 and Leo with ahYeasonable expectation of success^ 
and thereby provide an invention as claimed*'' 

The riejection is traversed for the reasons stated with respect to 
claim 1 abbve. 



would not 
andfiirthef 



In view thereof^ it follows that the subject matter of the claims 
have been obvious of EP'750 in view of C- Hansch and A. J* Leo, 
in view of Helland et al. at the time the invention was made. 
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Claims 1 and 9 have been rejected under 35 U.S«C. § 103(a) as 
being unpatentable Hirai et al. The Examiner states that The STIC Search 
Report discloses an arylsul&nyl acedc acid on page 8, disclosed by Hirai et 
al., which contains two (C=0)-OMe groups, compared to the present 
invention, which contains a single such group. It is the conclusion of the 

Examiner that '*It would hove been obvious to the worker of ordinary skill in 
4xe art at the time the invention was made to use one or more similar groups 
with a reasonable expectation of success." 

The rejection is traversed for the reasons stated with respect to 
daim 1 above. In addition, the presence of two (C=0)-OMe groups will 
obviously have twice the effect on the phenyl ring as a single (C=0)-OMe 
group, there being no expectation or predictability that twice the eiSfect of a 
substituent group would have the same effect on the compound as a whole 
when it is used as a base precursor. Furthermore Hirai et al. use a very 
di£terent organic base than that required by the present invention. One of 
ordinaiy skill in the art could not predict the effect of using a substantially 
different organic base with a substantially different base precursor. 

In view thereof, it tbUows that tbe subject matter of the claims 
would not have been obvious further in view of Hirai et al. at the time the 
invention was made. 

Applicants have reviewed the prior art made of record and 
believe that singly or in any suitable combination, they do not render 
Applicants' claimed invention unpatentable. 

In view of the foregoing remarks and amendment, the claims 

are now believed allowable sni<^h'fi»vomb1e action {r cnurteniLsly .solicited. 
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Shoiild the Examiner consider that additional amendments are 
necessary to place the application in condition for allowance, the favor is 

requested of a teleph^one call to the undersigned counsel for the puipose of 







in 


it 





Respectfully submitted, 



CPKtclb 

Rochester, NV 1^650 
Telephone: (585)722-0452 
Facsimile: (585) 477-1 148 



Chris P. Konkol 
Attorney fbr Applicant(s) 
Re^stration No. 34, 11 7 
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